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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



For: Product Registration System 

Mail Stop AF 
Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 



Applicant requests review of the Final Rejection of January 10, 2008 (FR), by way of 
a Pre-Appeal Brief Conference. A Notice of Appeal is filed concurrently with this request. 

Claims 1 to 8, 10, 12 to 19, 21, 23 to 28, 30 to 38, 42 to 49, 51, 53 to 58, and 60 to 72 
stand rejected under 35 U.S.C. § 103(a) as allegedly obvious over US-B-6,823,526 (Howard). 

The claims under review require, inter alia, that a device be registered with a 
manufacturer of the device in response to a registration request message wherein the 
registration request message does not include information identifying the user. Howard 
describes a method where an external device such as a printer is automatically configured 
when the printer is connected to a host system. Id., column 2, line 64 to column 3, line 40. 
Howard states: 

By receiving a device identification string or "device idstring," the host system 
20 recognizes that the external device 30 is integrated with the host system 20 
so that the external device 30 may properly receive instructions and 
applications from the host system 20. An example of a device idstring having 
data fields for a Hewlett-Packard LASERJET2200 laser printer is illustrated in 
FIG. 3. Accordingly, as discussed in detail below, the external device 30 
provides a device idstring. 
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Id., column 4, lines 15 to 22. As seen, Howard is providing a way of "installing" an external 
device such as a printer to a computer system, not sending a registration request message to a 
manufacturer wherein the registration request message does not include information 
identifying the user. 



The Examiner understands that Howard does not describe "registering the device with 
the manufacturer." FR, pages 2 to 3. To make up for this deficiency the Examiner relies 
upon column 7, lines 36 to 40 of Howard. The paragraph that contains this passage reads: 



As the system 10 is initially connecting with the host system 20 and the 
external device 30, the host system 20 runs the installer 22. The installer 22 is 
an executable installation program that is associated with the external device 
30. The installer 22 installs software components in the operating system 29 of 
the host system 20. In general, the installer 22 installs software components 
for enabling the host system 20 to operate the external device 30. The installer 
22 installs at least one device driver 26 as well as other device utilities, such as 
for example a font management utility or a status monitor. The installer 22 
may also interactively provide the user with merchandising information 
associated with the external device 30, such as verification of warranty 
registration and software license agreements. 

The Examiner states"[a]s its status is checked, it would have been obvious... to provide a 
mechanism for registering the warranty in case it has not been registered yet." FR, page 3. 



Missing from the Examiner's analysis is an explanation as to how "verification of 
warranty registration" by installer 22 of Howard means that the device would be registered 
with the manufacturer without including information identifying the user as required by the 
present claims. Howard provides no details as to how that function would occur and 
warranty registration with the manufacturer typically includes the submission of information 
identifying the user. See, e.g., specification, paragraph [0011] which reads: 



[0011] When a consumer purchases a computing product, such as a computer, 
printer, modem, or software package, it is often necessary or desirable for the 
consumer to register the product with the product's manufacturer before the 
first use of the product. Registration of such a product typically requires the 
product owner to provide personal identifying information—such as the 
owner's name, address, and telephone number-on a printed form that is 
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mailed or faxed to the manufacturer, or on a web-based form that is 
transmitted to the manufacturer over the World Wide Web. Similarly, users 
are typically required to register with online services, such as web-based 
services for purchasing event tickets, dovmloading electronic coupons, or 
storing digital photographs in online albums, before first using such services. 
Such registration processes typically require the user to provide personal 
identifying information similar to that required for product registrations. 

The lack of an explanation as to how Howard teaches this aspect of the claimed subject 
matter is error since obviousness under 35 U.S.C. § 103(a) exists only when the subject 
matter of a claim as a whole would have been obvious. 

In responding to this argument, the Examiner stated in the Final Rejection "the 
examiner has pointed out exactly where this is located in the prior art, as applicant has not 
argued against what the examiner wrote, merely denying that it is in the prior art." FR, pages 
4 to 5. With all due respect, the Final Rejection does not point out where Howard teaches the 
device would be registered with the manufacturer without including information identifying 
the user as required by the present claims. All the Examiner has asserted is that Howard does 
not teach "registering the device with the manufacturer" and "[a]s its status is checked, it 
would have been obvious... to provide a mechanism for registering the warranty in case it has 
not been registered yet." FR, page 3. While the Examiner also asserts that Howard registers 
the external device "using only the identification of the machine not the owner," FR, page 2, 
this registration is an internal registration within the host system and not an external 
registration with the manufacturer of the device as required by the claims under review. 
Thus, the Examiner has not "pointed out exactly where this is located in the prior art." 

Howard provides no details as to how installer 22 would provide verification of 
warranty registration, let alone without including information identifying the user. Viewing 
Howard by itself without knowledge of the present application and claims as required by 35 
U.S.C. § 103(a), it is seen that the Examiner's rejection is based upon impermissible 
hindsight. Appellant should not be forced to bear the expense of an Appeal Brief under these 
circumstances. 
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Accordingly, applicant respectfully requests reconsideration and withdrawal of the 
final rejections of claims 1 to 8, 10, 12 to 19, 21, 23 to 28, 30 to 38, 42 to 49, 51, 53 to 58, 
and 60 to 72 under 35 U.S.C. § 103(a). 



Respectfully submitted. 



Date: March 18, 2008 AVendy A. Choi/ 

Wendy A. Choi 
Registration No. 36,697 

Woodcock Washburn LLP 
Cira Centre 

2929 Arch Street, 12th Floor 
Philadelphia, PA 19104-2891 
Telephone: (215)568-3100 
Facsimile: (215)568-3439 
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